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DETAILED ACTION 
Drawings 

1, The drawings are objected to under 37 CFR 1.83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the "pin-shaped elements" recited in 
claim 6 must be shown or the feature(s) canceled from the claim(s). No new matter should be 
entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures 
must be renumbered and appropriate changes made to the brief description of the several views 
of the drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the applicant 
will be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

2. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) because 
reference character "51" has been used to designate both "first flank region" and "second flank 
region" shown in Fig. 6. Corrected drawing sheets in compliance with 37 CFR 1.121(d) are 
required in reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate prior 
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version of the sheet, even if only one figure is being amended. Each drawing sheet submitted 
after the filing date of an application must be labeled in the top margin as either "Replacement 
Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the 
examiner, the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

In addition to Replacement Sheets containing the corrected drawing figure(s), applicant 
is required to submit a marked-up copy of each Replacement Sheet including annotations 
indicating the changes made to the previous version. The marked-up copy must be clearly 
labeled as "Annotated Sheets" and must be presented in the amendment or remarks section 
that explains the change(s) to the drawings. See 37 CFR 1.121(d)(1). Failure to timely submit 
the proposed drawing and marked-up copy will result in the abandonment of the application. 

Specification 

1 . The disclosure is objected to because of the following informalities: 

Refer to page 7, line 22, the character references "cutter 9" and "cutter 9' " should be 
changed to read -cutting edge 9- and -cutting edge 9'-. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 4-8 and 19-22 are rejected under 35 U.S.C. 112. second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 4 recites the limitation "respective inserts" in line 1. There is insufficient 
antecedent basis for this limitation in the claim. 
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Regarding claim 19, it has been held that the recitation that an element is "adapted for" 
performing a function is not a positive limitation but only requires the ability to so perform. It 
does not constitute a limitation in any patentable sense. 

Regarding claim 20, it is unclear as to the claimed limitation since any cutting tip having 
2 or more cutting edges is not required to be reset or adjusted when a respective active cutting 
edge thereof becomes worn. 

Claim Rejections - 35 USC § 102 
3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-5,7,9,14 and 15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Breuning '842. Breuning '842 shows in Figures 1-6 a tool (20) comprising an hexagonal, 
indexable cutter tip (28) and two support regions/surfaces (41,43) for supporting the cutter tip 
being oriented with respect to each other at an angle (Figs. 4,5) such that a line bisecting the 
angle runs essentially perpendicular to an active cutting edge (31). 

The cutter shape is formed by the 25° rotation of two congruent equilateral triangles 
shown in Figs, 4 and 5. The angle formed by the support surfaces (41,43) is equal to an angle 
of the equilateral triangle. A line that bisects this angle will also bisect the opposing side at the 
midpoint. Since cutting edges (31) and (32) are of equal length (col. 3, lines 25-26), the 
bisecting line will fall on the cutting edge (31). 

Breuning '842 shows the main body having respective inserts (8) for defining the 
supporting regions being made of a material which is harder than the main body and being 
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essentially rectangular in cross section. Breuning '842 shows the main body defining 
clearances (26) around the cutter tip at least in regions of the tool at the supporting regions. 

Claims 20-22 are rejected under 35 U.S.C. 102(b) as being anticipated by Link et al. 
'155. Link et al. '155 shows in Figures 1 and 2 a tool (10) having indexable cutting tips 
(15,16,17) for the application of metal-cutting machining of valve seats (25) in cylinder heads 
(14) of internal combustion engines along the tool/valve opening axis (23) wherein the cutter tip 
is not required to be reset or adjusted when a respective active cutting edge thereof becomes 
worn. 

Claim Rejections - 35 USC § 103 
4. The following is a quotation of 35 U.S.C, 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Breuning '842 in 
view of Erickson '650. Breuning '842 lacks the members used to define the supporting regions 
being pin-shaped elements. Erickson '650 shows in Figures 1-3 and 8 a cutter tip (12) having 
inserts (14,24) that define the supporting regions of the cutter tip. In view of this teaching of 
Erickson '650, it would have been obvious to one of ordinary skill in the art to modify the insert 
that define the supporting regions of Breuning '842 with an alternate shape insert supporting 
member of Royal et al. '198 to provide an enhance clamping structure for the cutter tip (col. 1, 
lines 45-57) thus improving cutting efficiency and limiting wear 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Breuning '842 in 
view of Satran et al. '724. Satran et al. '724 lacks the inserts being made of at least one of the 
group consisting of metal carbide, ceramic and cubical boron nitride (CBN). Satran et al. '724 
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shows in Figure 1 an insert (11) being made from metal carbide (col. 3, lines 47-51). In view of 
this teaching of Satran at al. 724, it would have been obvious to one of ordinary skill in the art to 
replace the insert of Breuning '842 with a metal carbide insert of Satran et al. 724 to provide a 
much harder cutting tip requiring minimal manufacturing resulting in a member that can be mass 
produced at a lower cost than conventional inserts (col. 2, lines 45-58). 

Claims 10-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Breuning 
'842 in view of Royal et al. '198. Breuning '842 lacks the cutter tip being affixed to the tool by a 
clamping arm with a lubricant/coolant system. Royal et al. '198 shows in Figures 3-5 a cutter tip 
(34) being secured to the tool by a clamping block (38) constructed with a lubricant/coolant 
system (Fig. 5) having an elongated coolant outlet (72,74,76) to disperse lubricant/coolant fluid 
toward the cutting edge (36). In view of this teaching of Royal et al. '198, it would have been 
obvious to one of ordinary skill in the art to modify the screw securement means of the cutter tip 
of Breuning '842 with the clamping block of Royal et al. '198 to provide a dual functional 
clamping element that will enhance chip removal by breaking the chip material into smaller 
pieces thus improving cutting efficiency and limiting wear. 

Claims 16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Breuning '842 in view of Link et al. '155. Breuning '842 lacks the cutter tip being made of 
cubical boron nitride (CBN). Link et al. '155 shows in Figures 1 and 2 a tool (10) having 
indexable CBN (col. 6, line 64 through col. 7, line 3) cutting tips (15,16,17). In view of this 
teaching of Link et al. '155, it would have been obvious to one of ordinary skill in the art to 
replace the cutter tip of Breuning '842 with a cubical boron nitride (CBN) cutter tip of Link et al. 
'155 to provide a more durable, more wear resistance, improved chip control cutting tip that will 
extend the service life of the cutter tip. 
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Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Breuning '842 in 
view of Hellstrom et aL '081. Hellstrom et al. '081 lacks the cutter tip having a flank that 
includes regions of different angles of inclination. Hellstrom et al. '081 shows in Figures 6-8 a 
cutter tip (15') having a flank surface (22\50,23'). In view of this teaching of Hellstrom et al. 
'081, it would have been obvious to one of ordinary skill in the art to replace the cutter tip of 
Breuning '842 with a different shaped cutter tip having flank surfaces of Hellstrom et al. '081 to 
increase the versatility of the cutting insert due to its compatibility with a larger number of tool 
seats and to limit wear of the non-active sides. 

Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Breuning '842 in 
view of Link et al. '155. Breuning '842 lacks the specific application of metal-cutting machining 
of valve seats in cylinder heads of internal combustion engines. Link et al. '155 shows a tool 
(10) having indexable cutting tips (15,16,17) for the application of metal-cutting machining of 
valve seats (25) in cylinder heads (14) of intemal combustion engines along the tool/valve 
opening axis (23) wherein the cutter tip is not required to be reset or adjusted when a respective 
active cutting edge thereof becomes worn. In view of this teaching of Link et al. '155, it would 
have been obvious to one of ordinary skill in the art to use the tool of Breuning '842 for the 
specific application taught by Link et al. '155 since this tool inherent has been described 
applicable for various machining applications (col. 4, lines 1-23 and lines 32-37). 

Furthermore, it has been held that the recitation that an element is "adapted for"' 
performing a function is not a positive limitation but only requires the ability to so perform. It 
does not constitute a limitation in any patentable sense. 

5. Any inquiry concerning the content of this communication from the examiner should be 
directed to Michael W. Talbot, whose telephone number is 571-272-4481. The examiner's 
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office hours are typically 8:30am until 5:00pm, Monday through Friday. The examiner's 
supervisor, Mr Boyer D. Ashley, may be reached at 571-272-4502. 

In order to reduce pendency and avoid potential delays, group 3720 is encouraging 
FAXing of responses to Office Actions directly into the Group at FAX number 571-273-8300. 
This practice may be used for filling papers not requiring a fee. It may also be used for filing 
papers, which require a fee, by applicants who authorize charges to a USPTO deposit account. 
Please identify Examiner Michael W. Talbot of Art Unit 3722 at the top of your cover sheet. 




Michael W. Talbot 
Examiner 
Art Unit 3722 
16 September 2005 




BOYER D. ASHLEY 
PRIAAARY EXAMINER 
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